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Qpi ni on by Bucher, Adm nistrative Trademark Judge:

Weck Fam |y, Ltd. seeks registration on the Principal

Regi ster of the mark DI AMONELLE for goods identified as

! According to the records of the Assignnent Division of the
United States Patent and Trademark O fice, this application was
assigned to Opal Pacific, LLC on May 14, 2001, as reflected at
Reel 2336 Franme 0962.
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“jewel ry made of precious netals with cubic zirconia?2 with
or without sem -precious stones,”® in International C ass
14.

On June 13, 2001, registration was opposed by
Di anmoni que Cor poration on the grounds that it owns
registrations for the mark DI AMONI QUE for “jewelry with
si nmul at ed genstones, nanely white and col ored sinmul ated
genstones, including sinulated dianonds,”* in International
Class 14, and for “precious stones, nanely, colored and
white simul ated dianonds for use in jewelry other than
school class rings, recognition jewelry and sports award
jewelry,”s also in International C ass 14; that applicant’s
mar k, when used in connection with the identified goods, so
resenbl es opposer’s mark as to be likely to cause
confusion, to cause m stake or to deceive; and that given

the fanme of opposer’s DI AMONI QUE mark, applicant’s use of

2 Cubic zirconia is “a synthetic genstone, Zr0O, used in
jewelry as an artificial dianmond.” The Anmerican Heritage®
Dictionary of the English Language (Fourth Edition 2000).

3 Application serial nunber 76052817 was filed on May 19,

2000 based upon applicant’s allegation of use in commerce at

| east as early as May 1, 2000.

4 Regi strati on Nunmber 1532950 issued on April 4, 1989;
Section 8 affidavit accepted and Section 15 affidavit

acknow edged.

5 Regi strati on Nunber 1538103 issued on May 9, 1989; Section
8 affidavit accepted and Section 15 affidavit acknow edged.
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its mark causes dilution of opposer’s mark under the
Federal Trademark Dilution Act of 1995.

Applicant, in its answer, denied all the salient
al l egations of opposer’s clains. Both parties fully
briefed the case, but only opposer made an appearance at an
oral hearing held before the Board.

W sustain the opposition.

The record consists of the pleadings; the file of the
i nvol ved application; and as opposer’s case-in-chief,
applicant’s answers to opposer’s first set of
interrogatories and the acconpanyi ng docunents, submtted
under opposer’s notice of reliance of May 1, 2002; the
trial testinony deposition, with attached exhibits, of Neal
S. Grabell, opposer’s senior vice president and general
counsel ; the trial testinony deposition, with attached
exhi bits, of M chael Rappeport, founding partner of R L.
Associ ates, a survey research and consulting firm and the
rebuttal testinony deposition of Mchael Rappeport.

Applicant, as its case-in-chief, has furnished the

testinmony, with exhibits, of Al bert Gardner, production
manager for third-party corporation, D anonair,
I ncorporated; the testinony, with exhibits, of Leon B.

Kapl an, president of the Princeton Research & Consulting

Center; the testinony, with exhibits, of Robert Pau
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Stockwel |, retired Professor of Linguistics at U CL.A; and

applicant’s notice of reliance on a nunber of third-party
regi strations, submtted on Novenber 12, 2002.

Opposer manufactures and narkets a wi de variety of
jewel ry with simul ated genstones, including cubic zirconia.
Opposer has been using the DI AMONI QUE mark in connection
with jewelry continuously since 1970 (initially adopted and
used by its predecessor in interest). According to the
testi mony of opposer’s witness, Neal S. Gabell, opposer’s
sol e shareholder is Q/C, Inc., and a majority of opposer’s
goods are currently sold through the QVC tel evision channe
di stributed over nationwi de cable and satellite systens.
QVC s hone shopping television programis broadcast to nore
than 80 mllion homes in all fifty states of the United
States. Since QVC began selling DI AMONI QUE jewelry in
1987, DI AMONI QUE has been the | argest single brand (G abel
Trial Deposition at 12) anmong all the brands of goods that
QVC sells.® QVC shipped nore than twenty mllion units of
jewel ry under the DI AMONI QUE mark between the years 1993

and 2001, generating sales revenues of alnost $1.4 billion.”

6 QVC reportedly has approximately forty thousand products in

its active inventory (Gabell Trial Deposition at 10).

! While the majority of opposer’s sales are generated by

pronotions on cabl e tel evision, opposer also sells DI AMONI QUE
(cont. on follow ng page)
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It appears from applicant’s discovery responses made
of record by opposer that applicant uses its marks in
connection with itens of jewelry having simulated gens.
These manufactured gens include sinulated di anonds and
ot her sinul ated genstones such as eneral ds, sapphires and
rubies. (Applicant’s answer to Interrogatory No. 2,
Exhibit 1 to opposer’s notice of reliance) The involved
application identifies the goods as “jewelry nmade of
precious netals with cubic zirconia with or without sem -

preci ous stones.”

Evi dentiary Objections

Before turning to the nerits of the case, we nust
consi der several evidentiary disputes that have arisen
bet ween the parti es.

One such di spute invol ves opposer’s objections to the
testinony deposition of applicant’s expert w tness, Dr.
Leon B. Kaplan. First, opposer seeks to strike the
testinmony in its entirety on the ground that applicant
failed to provide during discovery Dr. Kaplan' s report

entitled “An Eval uation of Consuner’s Perceptions of

jewelry through its online shopping site at QVC.com QVC outl et

stores, through Q/C s Insider and Current magazi nes, and through
Target retail stores. (Gabell Trial Deposition at 20, 22 — 23,
31 - 32, 36 — 37)
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Di anoni que and D anbnesque.” Second, opposer seeks to
strike those portions of the Kaplan testinony involving
assertedly | eadi ng questions about opposer’s show ng of
acquired distinctiveness and questions regarding the
conpliance of Dr. M chael Rappeport’s survey with the
Federal Judicial Center’s Manual for Conplex Litigation.

As to opposer’s notion to strike the Kaplan testinony
inits entirety, applicant argues as foll ows:

A critique of the other party’ s survey report
does not constitute a nmarket research study, a
survey, a test, and the like. Applicant had no
know edge of Dr. Rappeport’s study and report
until the day of Dr. Rappeport’s deposition.
The report was furnished to Applicant’s counsel
at the deposition and not prior thereto. It
was only later that Applicant decided after
reviewi ng Dr. Rappeport’s transcript of the
deposition testinony and his report that the
deci sion was nmade to have Dr. Rappepport’s
report critiqued by a survey expert. This
study and report were limted to [a] critique
of Dr. Rappeport’s report and did not involve
any i ndependent survey, study, market research
tests, or the like. Dr. Kaplan's study did not
commence until alnost six nonths after the

cl ose of discovery and Dr. Kaplan's report was
not finalized until the day prior to his
deposition. Wen the final report was
conpleted, it was pronptly facsimled to
Qpposer’s attorney the day before Dr. Kaplan's
testi nony deposition. Applicant never refused
and never failed to provide the report.

Clearly it is inmpossible to provide a report
that was not conpleted and did not even exi st
during the discovery period and it is

i npossi ble to provide a report before the
report is finalized.

(Applicant’s brief, p. 3)
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We find that applicant has offered a reasonable
explanation for the timng of Dr. Kaplan's report.

Accordi ngly, we deny opposer’s notion to strike this
testinony inits entirety. Secondly, inasmuch as Dr.

Kapl an i s an expert witness, his testinony is not
susceptible to the power of suggestion. Hence, we find it
is permssible for applicant’s counsel to have put | eading
questions to applicant’s expert witness. W overrule
opposer’s objections to these portions of Dr. Kaplan's
testinmony, and permt his answers to these | eading
questions to be part of the evidentiary record.

A second and simlar dispute involves opposer’s
objections to the testinony deposition of applicant’s
expert witness, Dr. Robert P. Stockwell. First, opposer
seeks to strike the testinony in its entirety on the ground
that applicant failed to provide during discovery Dr.
Stockwel | "s expert letter report. Second, opposer seeks to
strike those portions of the Stockwell testinony involving
assertedly | eadi ng questions about the simlarity of the
DI AMONI QUE and DI AMONELLE mar ks.

As to opposer’s notion to strike the Stockwell
testinmony in its entirety, applicant argues as foll ows:

The di scovery period closed on January 13,

2002, three days after the request for
production of docunents was nailed. The

-7 -
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response to Qpposer’s first request for
production of docunents was mail ed on
February 9, 2002.

Dr. Stockwell’s report did not relate to or
refer to the use of Applicant’s mark in
connection with any products and/ or services
mar ket ed, offered for sale, advertised or
pronoted by Applicant, including ...those
related to confusion or |ikelihood of
confusi on between Applicant’s products

and/ or services and Opposer’s products

and/ or services. The bottomline is that
the request for production of docunments did
not envi sion or enconpass the linguistic
study carried out by Dr. Stockwell.

The second point is that Dr. Stockwell’s
study was not initiated and his report was
not initiated and conpleted until after, way
after, the close of discovery.

The third point is that Dr. Stockwell’s
report, a draft thereof dated June 20, 2002,
was nailed to Opposer’s counsel on July 18,
2002. Applicant’s attorney and Opposer’s
attorney di scussed the entry of the report
and Opposer’s attorney said that he m ght
consider stipulating to the entry of the
report... The bottomline is that even though
the final report is dated June 20, 2002, the
final report was not conpleted until

Sept enber but retained the original date.

(Applicant’s brief, p. 4)

Again, this report was not in existence at the tine of
opposer’s di scovery request. Hence, we find that applicant
has of fered a reasonabl e explanation for the timng of the
subm ssion of Dr. Stockwell’s report and we deny opposer’s
notion to strike the sanme. Secondly, inasnuch as Dr.

Stockwel | is an expert witness, we find it is permssible

- 8 -
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for applicant’s counsel to have put |eading questions to
Dr. Stockwell and permt his answers to these | eading
guestions to be part of the evidentiary record. Hence, we
overrul e opposer’s objections to these portions of Dr.
Stockwel | s testinony, and permt his answers to these

| eadi ng questions to be part of the evidentiary record.

Priority
There is no dispute as to opposer’s Section 2(d)
priority, in view of opposer’s pleaded registrations, nmade
of record in this proceeding by appropriate identification
and introduction during the testinony of M. Gabell.® See

King Candy Co. v. Eunice King's Kitchen, Inc., 496 F.2d

1400, 182 USPQ 108, 110 (CCPA 1974).

Li kel i hood of Conf usi on

Accordingly, we turn to the issue of whether or not a

| i kel i hood of confusion exists in this case. In making
this determ nation, we have followed the guidance of In re
8 During M. Gabell’s testinony, a nore recently issued

registration for the nmark DI SCOVER DI AMONI QUE for “hone shoppi ng
services in the field of general nerchandi se by neans of cable
television,” in International Cass 35 (Reg. No. 2490674, issued
on Septenber 18, 2001) was al so made of record.

Whi | e opposer did not nove to amend its pleading, to
what ever extent it is necessary, we consider the pleading amended
to conformto the evidence under Fed. R Civ. P. 15(b).
Therefore, opposer’s Registration No. 2490674 is considered of
record herein.
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E. |. du Pont de Nemours & Co., 476 F.2d 1357, 1362, 177

USPQ 563, 567-68 (CCPA 1973). The du Pont case sets forth
the factors that should be considered, if relevant, in
determ ning |likelihood of confusion.

We turn first to the simlarity of the goods as
described in the invol ved application and in opposer’s
registrations and in connection with which its prior nmark
has been in use. Qpposer uses its mark in connection with
j ewel ry having simulated genstones, including simulated
di anonds. Applicant’s use is also on sinulated di anonds
and jewel ry designs having other sinulated genstones.
Hence, for purposes of a determ nation of |ikelihood of
confusi on under the provisions of the Lanham Act, the goods
are legally identical

As to the du Pont factors focusing on the simlarity
or dissimlarity of established, likely-to-continue trade
channel s and the conditions under which and buyers to whom
sales are made, in view of the identity of goods, and in
vi ew of the absence of any restrictions in applicant’s
and/ or opposer’s identification of goods as to trade
channel s or classes of purchasers, we further find that the
parties’ respective goods nove in the sane trade channel s,

and are marketed to the sane classes of ordinary



Opposition No. 91123296

purchasers.® These facts weigh in favor of a finding of
|'i kel i hood of confusion.

W turn then to the du Pont factor focusing on the
simlarity or dissimlarity of the marks in their
entireties as to appearance, sound, connotation and
comercial inpression. The test is not whether the marks
can be di stingui shed when subjected to a side-by-side
conparison, but rather whether the marks are sufficiently
simlar in terns of their overall conmercial inpression
that confusion as to the source of the goods offered under
the respective marks is likely to result. The focus is on
the recoll ection of the average purchaser, who nornally
retains a general rather a specific inpression of

trademarks. See Sealed Air Corp. v. Scott Paper Co., 190

USPQ 106 (TTAB 1975). \Were, as in the present case, the
mar ks woul d appear on virtually identical goods, the degree
of simlarity between the marks which is necessary to

support a finding of |ikely confusion declines. Century 21

o Applicant argues that because opposer’s evi dence shows that
the average purchase price of opposer’s jewelry itens is seventy
dollars, these are clearly not inmpulse itens. W agree with
applicant that this | evel of expenditure suggests greater care on
the part of consuners than would “a fifty-cent can of soup,” for
exanple. On the other hand, we cannot conclude from such a

mat hemati cal exercise that we are faced, as a result, with
sophi sti cat ed purchasers herein.
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Real Estate Corp. v. Century Life of America, 970 F.2d 874,

23 USPQ 1698 (Fed. Cir. 1992).
In maki ng the case for why these marks are confusingly
simlar, opposer argues as follows:

...Both marks possess the dom nant feature
“DIAMON' in the beginning of each mark.

Al t hough “DI AMON' rmay be a suggestive term
meani ng “dianond,” it is this termin each
mar k which gives the mark its primary
significance, and would be the word npst
likely to be inpressed upon the m nds of
purchasers and to be renenbered and used in
calling for the goods. Moreover,
Applicant’s mark follows the sane pattern as
Qpposer’s mark, conbining the term “ D AMON
with a French-like term (“I QUE" and “ELLE"),
whi ch when viewed as a whole, convey simlar
overall commrercial inpressions. Qpposer
respectfully submts that the neani ng of the
terms “IQUE" and “ELLE” are likely to be
unfam liar to American consunmers; thus,
consuners are |likely to have a hazy
recol l ection of these terns and sinply
perceive themas terns froma foreign

| anguage, probably French ..

(Opposer’s reply brief, pp. 22 — 23)

By contrast, applicant argues that the DIAMON- root is
descriptive of the goods and services, naking opposer’s
mark inherently weak. Applicant’s |linguistic expert, Dr.
Robert Stockwell, explains that “DIAMON- is an artificially
truncated root not existing in normal English parlance”
(i.e., it is used in comrercial contexts |ike trademarks),

that still “retains the basic root reference (‘a gem
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stone’) .7 of the root word DI AMOND. Applicant goes on to
argue that these entirely different suffixes “change the
appear ance of the marks, change the pronunciation of the
mar ks, gives the marks different connotations, and gives
the marks different comrercial inpressions.” Applicant
conti nues:

... Opposer contends that the ordinary

consuner woul d not be sophisticated enough

to appreciate the difference in sound,

appear ance and neani ng between the suffixes

“ique” and “elle.” Actually, these suffixes

appear in other English words that are

commonly used, such as Madenvoi sell e and

t echni que.
(Applicant’s brief, p. 18)

Dr. Stockwell also confirms that these suffixes (-1QUE
and —ELLE) are both English | anguage suffixes borrowed from
the French | anguage at vastly different periods of tine.
The -1 QUE suffix suggests “related to” while the —ELLE
suffix is a dimnutive suffix — neaning a snaller one of
the sane type. He opines that the “suffixes of the marks
DI AMONI QUE and DI AMONELLE are semantically, phonetically

and historically different”; and that “[t] he marks

DI AMONI QUE and DI AMONELLE are not pronounced ali ke and do

10 Stockwell Trial Deposition at 24 — 25; Exhibit 129 at
unnunbered pages 2 - 3.
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not sound al i ke because of the differences in their
suffixes.”!
As to appearance, the marks each consist of a single,

three-syllable word having ten letters in which the first
two syllables are identical. Hence, the marks are simlar

i n appearance. As to connotation, consuners will not find
these two set of suffixes as foreign as opposer would
suggest with its citations to cases discussing “a jaw
breaki ng string of consonants.”'> On the other hand, these
are coi ned words where neither suffix creates a connotation
for the entire mark that one could easily derive or
verbalize. Finally, while it is beyond debate that the
respective sounds of the final syllables are different — &k
versus el — they are not radically different. Hence, we
find that the marks are sonmewhat simlar in overal
comercial inpression, and this factor favors opposer
slightly. How decisive a factor this proves to be, in the
final analysis, is really a function of whether the record

denonstrates that opposer’s DIAMONIQUE is a strong nark.

1 Stockwell Trial Deposition at 29 — 35; Exhibit 129 at
unnunber ed pages 3 — 4.

12 St abi | i si erungsfonds fur Win v. Peter Meyre Wnery GiBH, 9
UsP@d 1073, 1075 (TTAB 1988).
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Accordingly, we turn to the related du Pont factor
focusi ng on the nunber and nature of simlar nmarks in use
on simlar goods. Applicant argues that the third-party
regi strations of “Dianon-” and “Di anond-" formative marks
coexisting on the federal trademark registry show that the
United States Patent and Trademark O fice has clearly taken
the position that nunmerous such nmarks do not result in a
| i keli hood of confusion.®® O course, applicant’s own
expert, Dr. Stockwell, concludes that each of these third-
party marks (and including each of the marks involved in
this proceeding), taken as a full word, “is pronounced
differently fromany of the others.”

In response to applicant’s argunents, opposer contends
that these third-party registrations are “unpersuasive and
insufficient to show that Opposer’s mark is lacking in
distinctiveness or entitled only to narrow protection in
relation to the issue of |ikelihood of confusion.”
(Opposer’s brief, p. 29)

In the only proof of actual use by any of these third

parties, applicant submtted the testinony of Al bert

13 DI AVOND- | TE (Reg. No. 0843690), DI AMONTRI GUE (Reg. No.
1175519), DI AVONTOLOGY (Reg. No. 1453574), DI AVONESS (reg. No.
2107566), DI AMONAIR (Reg. No. 2345366), DI AVMONTI (Reg. No.
2,589629), DI AMONLI TE (Reg. No. 2735231), and DI AVONDNA (Reg. No.
2821473) .
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Gardner, an enpl oyee of Di anonair |ncorporated, about its
use of the DIAMONAIR mark over a period of thirty-three
years. However, as opposer has argued, we find that key
portions of Gardner’s testinony were vague and indefinite.
As reflected in the transcript of his testinony, the
proffered informati on on Dianonair’s sales volune is

| argely usel ess, devoid, as it is, of any tine frane or
unit of neasurenent.* Furthernore, we know only that

D amonair’s mark was stanped on the inside shank of rings,
on the mountings of pendants and on the posts of earrings.
Hence, it is not clear how noticeable this mark was to the
eyes of consuners. Finally, references to Dianpbnair’s
appearance at a single trade show targeted to retailers is
not persuasive of w despread awareness of the nmark by

ordi nary consuners. '®

Mor eover, opposer cites to Standard Brands

| ncorporated v. RIR Foods, Inc., 192 USPQ 383 (TTAB 1976)

14 Q \Wat is your enployer’s sales vol une?

A.  An average is — right now, around six nmillion, maybe a
l[ittle bit nore.
(Gardner Trial testinony, pp. 18 — 19)
15 Qpposer referred inits brief to newy available
information contained in a paper filed wwth the Securities and
Exchange Comm ssion (SEC) regarding an organi zati on known as D. G
Jewelry Inc. (allegedly the parent of Di anpnair |ncorporated)
that allegedly went into receivership on Cctober 10, 2002. This
was untinmely and inappropriately inserted into the record, and
hence, was not consi dered by the Board.
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[ CHERRY ROYAL fruit-flavored drinks likely to cause
confusion with ROYAL drink m xes] in an attenpt to mnim ze
t he wei ght accorded to this alleged evidence of third-party
usage:

Wth the exception of the trademark “ROYAL
CROMW' for cola, the use of which was
acknow edged by opposer’s witness, there is
no evidence that any of the third parties’
mar ks shown in the registrations submtted
by applicant is in use and the extent of use
of “ROYAL CROMWN' is not shown. There is no
proof that the purchasing public that buys
opposer’s goods and woul d buy applicant’s
goods has been so conditioned by exposure to
a plethora of “ROYAL” marks for the sane or
closely related goods in the market that
custoners have been educated to distinguish
bet ween different “ROYAL” marks on the basis
of mnute distinctions. The nmere subm ssion
of registrations does not supply the proof.
See: Stanadyne, Inc. v. Lins, 180 USPQ 649
(CCPA, 1974).

We cannot conclude fromthis record that consuners
have actually been exposed in the nmarketplace to any of
t hese other DIAMON- fornmative marks such that they are
conditioned to look to the suffix on a DIAMON- formative
mark on jewelry to determ ne the source of the item of
jewelry.

Even if we were to presune sone exposure to these
third-party marks, we find that the overall conmmerci al

i npressi ons of opposer’s mark and of applicant’s nmark are
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much cl oser to each other than either of themare simlar
to the inpressions of any of these third-party marks.

We turn, then, to a nost critical du Pont factor in
the instant case, and that is the fame of opposer’s prior
mark. W find that opposer has denonstrated by a
preponderance of the evidence that its DIAMONI QUE nark is a
wel | -known mark in the United States for jewelry having
si mul at ed genstones, including simulated dianonds. The
foll owi ng tabl e shows shipnents of DI AMONI QUE products and
the total airtime DI AMONI QUE products received on the QVC

shoppi ng channel :

16 Dr. Stockwell’'s report reflected the reactions of an expert
linguist to each of the following third-party marks by noting
somet hi ng about their suffixes, construction and/or overall
connot at i ons:

« DIAMOND I TE: suggests a mineral;

« DIAMONTRIGUE: a curious blend of root words suggesting
“intrigue about dianonds”;

« DI AMONTOLOGY: suggest a person who works wi th genstones
but this coined word has an unnecessary letter “t”;

DI AMONAIR  suggests “debonair” or “mllionaire”;

« DIAMONDNA: treats initialismDNA as if it were a suffix;
curious conbination inasmuch as DNA is found only in
chronosomal matter;

 DIAMONTI: this DIAMON- root would be pronounced
differently than the other marks herein, placing the stress
on the —MON- syl | abl e

e DI AMONLI TE: perhaps suggesting the “light” that shines
t hrough the stone, but overall mark has no resenbl ance to
ei ther DI AMONELLE or DI AMONI QUE.

(Stockwel | Trial Deposition Exhibit 129 at unnunbered pages 3 —
4)



Opposition No. 91123296

Year Units Dol | ars M nut es of
shi pped shi pped Alrtime
1993 1, 160, 169 $ 87,992,663 24,100
1994 1,181, 504 $ 94,613, 965 22,287
1995 1, 842,538 $ 130, 214, 430 21, 320
1996 2,409, 752 $ 155, 588, 849 21, 669
1997 2,156, 344 $ 150, 481, 769 21,677
1998 2,348, 218 $ 164, 930, 630 22,117
1999 3, 038, 829 $ 184, 208, 736 21, 906
2000 2,922,277 $ 201, 186, 338 22,229
2001 3,168, 423 $ 213,762, 340 22,773
Tot al 20, 228, 054 $ 1,382,979, 720 200, 078

(Opposer’ s exhibit 20)

According to the testinony of opposer’s w tness, Neal
S. Grabell, during these extended on-air presentations, the
DI AMONI QUE mark is used promnently several places on the
tel evision screen. The host or hostess repeatedly nentions
the trademark as he/she displays the ring, bracelet,
pendant, necklace or earrings. The jewelry box, packaging,
hangt ags and any pieces of enclosed literature contain the
mark. (Grabell Trial Deposition at 19) Opposer also
advertises in Q/C s own Insider and Current magazi nes as
well as in TV GQuide magazine. (Grabell Trial Deposition at
27) In fact, one article made of record credited QVC with
giving cubic zirconia “its first big push into the jewelry
boxes of the Anerican public.” (“Faux Sparklers Sub for

D anonds,” Omaha Wrl d-Herald (Neb.), February 26, 1998,

Qpposer’s Exhibit No. 15)
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In order to corroborate the degree of consuner
recognition for the DI AMONI QUE mar k, opposer submitted an
expert report entitled “Consuners’ Perceptions of
D anmoni que and Di anpbnesque.” This report was based upon a
mal | intercept survey conducted by Dr. M chael Rappeport in
Novenber and Decenber 2001 for opposer’s litigation against
another mark — a civil action in a federal district court

[ Di anoni que Corporation v. Valuevision International, Inc.,

Cvil Action No. 01-Cv-6551 (E.D. Pa.)]. Because

DI AMONI QUE jewelry is sold primarily through a television
shoppi ng channel, Dr. Rappeport testified that he limted
his sanpling to wonen who had purchased sonething from any
cable or satellite television channel in the previous year.
Dr. Rappeport argued that to the extent this was over
inclusive (not limted to those who purchased jewelry

t hrough a tel evision channel dedicated exclusively to
shopping), it was only danmaging to opposer’s position.
Nonet hel ess, according to Dr. Rappeport, the respondents
refl ected 24% unai ded recognition of DI AMONI QUE as a
product sold through QVC and/or other television shopping
channels. Dr. Rappeport explained that this neans that a
significant portion of those who buy products from hone
shoppi ng channel s recogni ze that DI AMONI QUE is a brand

associated wth, and sold through, QVC
- 20 -
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Applicant, in turn, hired Dr. Leon B. Kaplan to review
this survey and report. During his testinony in this case,
Dr. Kapl an decl ared the Rappeport survey and report to be
so fatally flawed as to be worthless in denonstrating
acquired distinctiveness for the DI AMONI QUE mark. He
objected to the way the universe was “operationalized” for
the survey, the way the questionnaire was constructed and
the way the data was anal yzed.

W thout discussing in detail Dr. Kaplan’s criticisns
of Dr. Rappeport’s report, we find that the accunul ati on of
speci fic weaknesses and m nor om ssions he has highlighted
reduce the probative value of this report to the point that
we cannot be sure that, standing alone, this report
denonstrates strength for this mark in the way opposer
contends. Nonetheless, we find that the significant |evels
of pronotion and sales of DI AMONI QUE jewelry shown in the
record is consistent with the conclusions that opposer
woul d have us draw fromthis study, nanely that the term
DI AMONI QUE has acquired distinctiveness, and indeed, is a
wel | - known mark, for jewelry having sinmulated di anonds and
ot her sinul ated genstones.

Upon bal ancing all the relevant du Pont factors, and
giving each its appropriate weight, we find a |likelihood of

confusi on herein.
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Di | ution

Finally, we note that opposer al so contends that given
the fanme of opposer’s DI AMONI QUE mark, applicant’s use of
its mark causes dilution of opposer’s nmark under the
Federal Trademark Dilution Act of 1995. However, given our
determ nation that opposer has priority of use and that
there is a likelihood of confusion herein, we find it
unnecessary to reach a determ nation on the question of

dilution in this proceeding.

Deci sion: The opposition is sustained on the ground
of likelihood of confusion and registration to applicant is

her eby refused.



